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This supplemental brief is filed on appeal from the decision of the Examiner mailed 
October 30, 2003 finally rejecting pending claims 1-4, 6-30 and 32-42 in the above-referenced 
patent application. 

This brief is being submitted in triplicate in accordance with 35 C.F.R. 1.192(a). The 
filing fee under 35 C.F.R. 1 . 1 7(c) was paid in connection with the original Appeal Brief. 

Real Party in Interest 



Unchanged from Replacement Appeal Brief. 



Related Appeals and Interferences 



Unchanged from Replacement Appeal Brief. 

Status of Claims 

The application was filed on March 9, 1999. The application was originally filed with 
claims 1-42. Claims 1,12, 27, 28, 32, 35-37 and 39 were amended and claim 31 canceled in an 
Amendment & Response mailed on September 30, 2002. Claims 1-30 and 32-42 remain pending 
in the application. No claims have been allowed. 

The rejection of claims 1-4, 6-30 and 32-42 is appealed. A copy of the claims involved in 
this appeal was provided in the Appendix section of the Replacement Brief in accordance with 
37C.F.R. 1.192(c)(9). 

Status of Amendments 
Unchanged from Replacement Appeal Brief. 

Summary of the Invention 
Unchanged from Replacement Appeal Brief. 

Issues 

1. Whether claims 1 , 2, and 4 are anticipated by Bonnett (United States Patent No. 
4,138,722). 

2. Whether claims 22-24 are anticipated by Schneier et al. (United States Patent No. 
5,871,398). 



3. Whether claims 3, 6 and 8-10 are obvious over Bonnett (United States Patent No. 
4,138,722) in view of Schneier et al. (United States Patent No. 5,871,398). 

4. Whether claims 7 and 1 1 are obvious over Bonnett (United States Patent No. 
4,138,722) in view of Brown (United States Patent No. 5,913,310). 

5. Whether claims 12-21, 33, 34 and 37 are obvious over Bonnett (United States 
Patent No. 4,138,722) in view of Brown (United States Patent No. 5,918,603) and further in view 
of Schneier et al. (United States Patent No. 5,871,398). 

6. Whether claim 25 is obvious over Schneier et al. (United States Patent No. 
5,871,398) in view of Bonnett (United States Patent No. 4,138,722). 

7. Whether claim 26 is obvious over Schneier et al. (United States Patent No. 
5,871,398) in view of Brown (United States Patent No. 5,913,310). 

8. Whether claims 27, 28 and 30 are obvious over Schneier et al. (United States 
Patent No. 5,871,398) in view of Brown (United States Patent No. 5,913,310) in further view of 
Hillsman (United States Patent No. 4,984,158). 

9. Whether claims 29 and 32 are obvious over Schneier et al. (United States Patent 
No. 5,871,398) in view of Brown (United States Patent No. 5,918,603) in further view of 
Hillsman (United States Patent No. 4,984,158) and Bonnett (United States Patent No. 4,138,722). 

10. Whether claims 35, 36 and 38-42 are obvious over Bonnett (United States Patent 
No. 4,138,722) in view of Brown (United States Patent No. 5,918,603) and further in view of 
Schneier et al. (United States Patent No. 5,871,398) and Knight et al. (United States Patent No. 
5,676,551). 
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Grouping of Claims 

1. Rejected claims 1 , 2, and 4 stand or fall together with respect to the anticipation 
rejection of these claims over Bonnett (United States Patent No. 4,138,722). 

2. Rejected claims 22-24 stand or fall together with respect to the anticipation 
rejection of these claims over Schneier et al. (United States Patent No. 5,871,398). 

3. Rejected claims 3, 6 and 8- 1 0 stand or fall together with respect to the 
obviousness rejection of these claims over Bonnett (United States Patent No. 4,138,722) in view 
of Schneier et al. (United States Patent No. 5,871,398). 

4. Rejected claims 7 and 1 1 stand or fall together with respect to the obviousness 
rejection of these claims over Bonnett (United States Patent No. 4,138,722) in view of Brown 
(United States Patent No. 5,913,310). 

5. Rejected claims 12-21, 33, 34 and 37 do not stand or fall together with respect to 
the obviousness rejection of these claims over Bonnett (United States Patent No. 4,138,722) in 
view of Brown (United States Patent No. 5,918,603) and further in view of Schneier et al. 
(United States Patent No. 5,871,398). Rejected claims 12-21 stand or fall together as a group 
with respect to this rejection. Claims 33, 34 and 37 stand or fall together as a separate group 
with respect to this rejection.. 

6. The rejection of claim 25 is obvious over Schneier et al. (United States Patent No. 
5,871,398) in view of Bonnett (United States Patent No. 4,138,722) pertains to a single claim. 

7. The rejection of claim 26 is obvious over Schneier et al. (United States Patent No. 
5,871,398) in view of Brown (United States Patent No. 5,913,310) pertains to a single claim. 

8. Rejected claims 27, 28 and 30 stand or fall together with respect to the 
obviousness rejection of these claims over Schneier et al. (United States Patent No. 5,871,398) in 
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view of Brown (United States Patent No. 5,913,310) in further view of Hillsman (United States 
Patent No. 4,984,158). 

9. Rejected claims 29 and 32 stand or fall together with respect to the obviousness 
rejection of these claims over Schneier et al. (United States Patent No. 5,871,398) in view of 
Brown (United States Patent No. 5,918,603) in further view of Hillsman (United States Patent 
No. 4,984,158) and Bonnett (United States Patent No. 4,138,722). 

10. Rejected claims 35, 36 and 38-42 stand or fall together with respect to the 
obviousness rejection of these claims over Bonnett (United States Patent No. 4,138,722) in view 
of Brown (United States Patent No. 5,918,603) and further in view of Schneier et al. (United 
States Patent No. 5,871,398) and Knight et al. (United States Patent No. 5,676,551). 

Argument 

Objections/Rejections 

Under 35 US.C §§ 102 or 103 

L0 The Examiner has rejected claims 1, 2, and 4 as anticipated by Bonnett (United States 
Patent No. 4,138,722). 

Summary of Cited Reference 

Bonnett discloses a device for automatically counting the number of times a smoker 
inhales upon a tobacco product, such as a cigarette. The device includes a pocket calculator, a 
pressure sensitive switch and a cigarette holder. The pressure sensitive switch is in fluid 
communication with the internal chamber of the cigarette holder for detecting a decrease in 
pressure within the holder caused by a smoker inhaling upon a cigarette positioned within the 
holder. The pressure sensitive switch is in electrical communication with the pocket calculator 
for summing and visually displaying the number of detected inhalations. 
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Summary of Claimed Invention 

The First Embodiment of the Claimed Invention (claims 1-1 1) is directed to an 
addiction simulator for education about and deterrence of drug use. The simulator includes (i) an 
enclosure, (ii) an electronic circuit housed within the enclosure, (iii) an actuator electrically 
interconnected to the electronic circuit, and (iv) a pushbutton switch responsive to an activity of a 
user of the addiction simulator which simulates participation in an addictive activity involving 
drug use. 

Legal Basis for Establishing Anticipation 

An anticipation rejection under 35 U.S.C. §102 requires that the cited reference(s) 
disclose each and every element of the claimed invention. See. Hvbritech Inc. v. Monoclonal 
Antibodies, Inc. , 231 U.S.P.Q. 81, 90 (Fed. Cir. 1986); Kloster Speedsteel AB et al. v. Crucible 
Inc. et aL 230 U.S.P.Q. 81, 84 (Fed. Cir. 1986). Accordingly, the "exclusion of a claimed 
element from a prior art reference is enough to negate anticipation by that reference." Atlas 
Powder Co. v. E.L duPont De Nemours & Co. , 224 U.S.P.Q. 409 5 41 1 (Fed. Cir. 1984). 

Bonnett Does Not Disclose 

Each And Every Element Of The Claimed Invention 

The Claimed Invention includes a pushbutton switch responsive to an activity of a user 
which simulates participation in an addictive activity involving drug use (e.g., inhaling upon a 
straw simulating smoking of a cigarette). Bonnett discloses an invention which includes a 
pressure-sensitive switch responsive to actual smoking of a cigarette. Without an actual cigarette 
positioned within the cigarette holder, inhalation on the cigarette holder will not be detected by 
the pressure switch as the internal chamber of the cigarette holder is open to the atmosphere and 
a vacuum cannot be created within the holder. 



6 



2.0 The Examiner has rejected claims 22-24 as anticipated by Schneier et al. (United States 
Patent No. 5,871,398). 

Summary of Cited Reference 

Schneier discloses a hand-held, off-line remote gambling system. The device includes a 
case, a power source, a programmable electronic circuit powered by the power source, a 
programmable sound synthesizer, and communications ports. The communications ports permit 
connection to a modem [158], a bar code scanner [152], a printer interface [150a] and printer 
[150b], a plug-in card interface [154] and a read/write interface [156]. 

Summary of Claimed Invention 

A Third Embodiment of the Claimed Invention (claims 22-30 and 32) is directed to an 
entertainment device including (i) a case, (ii) a power source, (iii) a programmable electronic 
circuit powered by the power source, (iv) a voice synthesizer electrically interconnected to the 
programmable electronic circuit for issuing spoken prompts and taunts to a user of the 
entertainment device, and (v) a communications port permitting interconnection of the 
entertainment device to another entertainment device for exchanging programmed information. 

Legal Basis for Establishing Anticipation 

An anticipation rejection under 35 U.S.C. §102 requires that the cited reference(s) 
disclose each and every element of the claimed invention. See, Hvbritech Inc. v. Monoclonal 
Antibodies. Inc. , 231 U.S.P.Q. 81, 90 (Fed. Cir. 1986); Kloster Soeedsteel AB et al. v. Crucible 
Inc. et al. , 230 U.S.P.Q. 81, 84 (Fed. Cir. 1986). Accordingly, the "exclusion of a claimed 
element from a prior art reference is enough to negate anticipation by that reference." Atlas 
Powder Co. v. E.L duPont De Nemours & Co. , 224 U.S.P.Q. 409, 41 1 (Fed. Cir. 1984). 
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Schneier Does Not Disclose 

Each And Every Element Of The Clamed Invention 

The Third Embodiment of the Claimed Invention includes a voice synthesizer for issuing 
spoken prompts and taunts to a user of the entertainment device. Schneier discloses a sound 
synthesizer, but does NOT disclose a voice synthesizer for issuing spoken prompts and taunts to a 
user of the entertainment device. Schneier discloses use of the sound synthesizer to generate 
game sounds (e.g., dings and bells). 

The Third Embodiment of the Claimed Invention further includes a communications port 
permitting interconnection of the entertainment device to another entertainment device for 
exchanging programmed information. Schneier discloses a variety of communications ports for 
permitting the gaming device to communicate with a variety of peripherals, but does NOT 
disclose a communications port permitting interconnection of the entertainment device to another 
entertainment device for exchanging programmed information. 

3.0 The Examiner has rejected claims 3, 6 and 8-10 as obvious over Bonnett (United States 
Patent No. 4,138,722) in view of Schneier et al (United States Patent No. 5,871,398). 

Summary of Cited References 

Bonnett discloses a device for automatically counting the number of times a smoker 
inhales upon a tobacco product, such as a cigarette. The device includes a pocket calculator, a 
pressure sensitive switch and a cigarette holder. The pressure sensitive switch is in fluid 
communication with the internal chamber of the cigarette holder for detecting a decrease in 
pressure within the holder caused by a smoker inhaling upon a cigarette positioned within the 
holder. The pressure sensitive switch is in electrical communication with the pocket calculator 
for summing and visually displaying the number of detected inhalations. 

Schneier discloses a hand-held, off-line remote gambling system. The device includes a 
case, a power source, a programmable electronic circuit powered by the power source, a 
programmable sound synthesizer, and communications ports. The communications ports permit 
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connection to a modem [158], a bar code scanner [152], a printer interface [150a] and printer 
[150b], a plug-in card interface [154] and a read/write interface [156]. 

Summary of Claimed Invention 

A First Embodiment of the Claimed Invention (claims 1-1 1) is directed to an addiction 
simulator for education about and deterrence of drug use. The simulator includes (i) an 
enclosure, (ii) an electronic circuit housed within the enclosure, (iii) an actuator electrically 
interconnected to the electronic circuit, and (iv) a pushbutton switch responsive to an activity of a 
user of the addiction simulator which simulates participation in an addictive activity involving 
drug use. 

Legal Basis For Establishing 
a Prima Facie Case of Obviousness 

To establish a prima facie case of obviousness, three basic criteria must be met. First, 
there must be some suggestion or motivation; either in the references themselves or in the 
knowledge generally available to one of ordinary skill in the art, to modify the reference or to 
combine reference teachings. Second, there must be a reasonable expectation of success. 
Finally, the prior art reference (or references when combined) must teach or suggest all the claim 
limitations. The teaching or suggestion to make the claimed combination and the reasonable 
expectation of success must be found in the prior art, NOT in applicant's disclosure. In re Vaeck. 
947 F.2d 488, 20 U.S.P.Q.2d 1438 (Fed. Cir. 1991). See, M.P.E.P. § 2143. 

Prior Art References Do Not Teach or Suggest All of the 
Claim Limitations of the Claimed Invention, 

The First Embodiment of the Claimed Invention includes a pushbutton switch responsive 
to an activity of a user which simulates participation in an addictive activity involving drug use 
(e.g., inhaling upon a straw simulating smoking of a cigarette). Bonnett discloses an invention 
which includes a pushbutton switch responsive to actual smoking of a cigarette. Without an 
actual cigarette positioned within the cigarette holder, inhalation on the cigarette holder will not 
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be detected by the pressure switch as the internal chamber of the cigarette holder is open to the 
atmosphere and a vacuum cannot be created within the holder. Schneier discloses nothing which 
could be equated to a pushbutton switch responsive to an activity of a user which simulates 
participation in an addictive activity involving drug use. 

4.0 The Examiner has rejected claims 7 and 11 as obvious over Bonnett (United States 
Patent No, 4,138,722) in view of Brown (United States Patent No. 5,913,310). 

Summary of Cited References 

Bonnett discloses a device for automatically counting the number of times a smoker 
inhales upon a tobacco product, such as a cigarette. The device includes a pocket calculator, a 
pressure sensitive switch and a cigarette holder. The pressure sensitive switch is in fluid 
communication with the internal chamber of the cigarette holder for detecting a decrease in. 
pressure within the holder caused by a smoker inhaling upon a cigarette positioned within the 
holder. The pressure sensitive switch is in electrical communication with the pocket calculator 
for summing and visually displaying the number of detected inhalations. 

Brown (310) discloses a video game system (such as a GAME BOY) programmed with a 
game which requires user interaction. Monitoring and review of a medical patient's interaction 
with the video game permits a health care professional to diagnose and treat the patient's medical 
condition. The video game system includes a case, an electronic circuit housed within the case, 
an input device such as a series of pushbuttons, memory, a communications system such as a 
modem, a sound generator and a speaker for emitting sounds associated with video games (e.g., 
dings, bells, synthesized speech, tones and tunes). 

Summary of Claimed Invention 

A Second Embodiment of the Claimed Invention (claims 12-21) is directed to a 
portable personality simulator for achieving behavior modification and education of a user of the 
simulator. The simulator includes (i) a case, (ii) an electronic circuit housed within the case, and 
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(iii) a speaker housed within the case and electrically interconnected to the electronic circuit for 
emitting spoken words commanding a user to behave in a desired manner. 

Legal Basis For Establishing 
a Prima Facie Case of Obviousness 

To establish a prima facie case of obviousness, three basic criteria must be met. First, 
there must be some suggestion or motivation; either in the references themselves or in the 
knowledge generally available to one of ordinary skill in the art, to modify the reference or to 
combine reference teachings. Second, there must be a reasonable expectation of success. 
Finally, the prior art reference (or references when combined) must teach or suggest all the claim 
limitations. The teaching or suggestion to make the claimed combination and the reasonable 
expectation of success must be found in the prior art, NOT in applicant's disclosure. In re Vaeck . 
947 F.2d 488, 20 U.S.P.Q.2d 1438 (Fed. Cir. 1991). See, M.P.E.P. § 2143. 

Prior Art References Do Not Teach or Suggest All of the 
Claim Limitations of the Claimed Invention. 

The Second Embodiment of the Claimed Invention includes a speaker for emitting 
spoken words commanding a user to behave in a desired manner. Bonnett does not disclose a 
speaker. Brown (310) discloses a speaker for emitting sounds associated with video games (e.g., 
dings, bells, speech, tones and tunes), but does NOT disclose emitting spoken words commanding 
a user to behave in a desired manner. Brown (310) does disclose at column 11, lines 48-59 that 
the video game system can emit synthesized speech. However, Brown (310) does not specify the 
nature of such synthesized speech, such as whether the synthesized speech is a short exclamatory 
statement a brief declaratory statement, a question, a comand, etc. Since video games, such as 
the SUPER NINTENDO™ and GAME BOY™ systems referenced in Brown (310), generate 
only simplistic dings, bells, tones, tunes and short incoherent exclamatory statements (e.g., 
sounds approximating WOW!, OOOH!, AAH!, OOPS, YIPP!, etc.), those skilled in the art are 
NOT taught by Brown (310) to command a user to behave in a desired manner via audible speech. 
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5.0 The Examiner has rejected claims 12-21, 33, 34 and 37 as obvious overBonnett (United 
States Patent No. 4,138,722)in view of Brown (United States Patent No. 5,918,603) in 
further view of Schneier et ah (United States Patent No. 5,871,398). 

Summary of Cued References 

Bonnett discloses a device for automatically counting the number of times a smoker 
inhales upon a tobacco product, such as a cigarette. The device includes a pocket calculator, a 
pressure sensitive switch and a cigarette holder. The pressure sensitive switch is in fluid 
communication with the internal chamber of the cigarette holder for detecting a decrease in 
pressure within the holder caused by a smoker inhaling upon a cigarette positioned within the 
holder. The pressure sensitive switch is in electrical communication with the pocket calculator 
for summing and visually displaying the number of detected inhalations. 

Brown (603) discloses a video game system programmed with a game which provides a 
medical patient with therapeutic treatment and/or information for the patient's medical condition. 
The video game includes a case, an electronic circuit housed within the case, and a speaker for 
emitting sounds associated with video games {e.g., dings, bells, tones and tunes). Brown (603) 
further discloses at column 7, lines 10-16 that characters depicted in the video game can 
communicate instructions and strategies to the patient, but does not specify whether such 
communication is audible or visual. 

Schneier discloses a hand-held, off-line remote gambling system. The device includes a 
case, a power source, a programmable electronic circuit powered by the power source, a 
programmable sound synthesizer, and communications ports. The communications ports permit 
connection to a modem [158], a bar code scanner [152], a printer interface [150a] and printer 
[150b], a plug-in card interface [154] and a read/write interface [156]. 

Summary of Claimed Invention 

A Second Embodiment of the Claimed Invention (claims 12-21) is directed to a 
portable personality simulator for achieving behavior modification and education of a user of the 
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simulator. The simulator includes (i) a case, (ii) an electronic circuit housed within the case, and 
(iii) a speaker housed within the case and electrically interconnected to the electronic circuit for 
emitting spoken words commanding a user to behave in a desired manner. 

A Fourth Embodiment of the Claimed Invention (claims 33-42) is directed to a 
portable personality simulator including (i) a case, (ii) a programmable electronic circuit housed 
within the case, and (iv) a speech synthesizer electrically interconnected to the programmable 
electronic circuit for issuing commands simulating a particular type of personality. 

Legal Basis For Establishing 
a Prima Facie Case of Obviousness 

To establish a prima facie case of obviousness, three basic criteria must be met. First, 
there must be some suggestion or motivation; either in the references themselves or in the 
knowledge generally available to one of ordinary skill in the art, to modify the reference or to 
combine reference teachings. Second, there must be a reasonable expectation of success. 
Finally, the prior art reference (or references when combined) must teach or suggest all the claim 
limitations. The teaching or suggestion to make the claimed combination and the reasonable 
expectation of success must be found in the prior art, NOT in applicant's disclosure. In re Vaeck, 
947 F.2d 488, 20 U.S.P.Q.2d 1438 (Fed. Cir. 1991). See, M.P.E.P. § 2143. 

Prior Art References Do Not Teach or Suggest All of the 
Claim Limitations of the Claimed Invention. 

Second Embodiment 

The Second Embodiment of the Claimed Invention includes a speaker for emitting 
spoken words commanding a user to behave in a desired manner. Bonnett does not disclose a 
speaker. Brown (603) discloses a speaker for emitting sounds associated with video games (e.g., 
dings, bells, tones and tunes), but does NOT disclose emitting spoken words commanding a user 
to behave in a desired manner. Brown (603) does disclose at column 7, lines 10-16 that 
characters depicted in the video game can communicate instructions and strategies to the patient. 
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However, Brown (603) does not specify whether such communication is audible or visual. 
Brown (603) discloses at column 4, lines 5-7 that the speaker is effective for "... producing 
sounds associated with video games Since video games, such as the SUPER NINTENDO™ 
system referenced in Brown (603), generate only simplistic dings, bells, tones and tunes and do 
NOT generate speech, those skilled in the art are taught by Brown (603) to communicate 
instructions and strategies by a visual display and NOT by audible speech. Schneier discloses a 
sound synthesizer, but does NOT disclose a speaker for emitting spoken words commanding a 
user to behave in a desired manner. Schneier discloses use of the sound synthesizer to generate 
game sounds (e.g., dings and bells). 

Fourth Embodiment 

The Fourth Embodiment of the Claimed Invention includes a speech synthesizer for 
issuing commands simulating a particular type of personality. Bonnett, Brown (603) and 
Schneier do not disclose a speech synthesizer for issuing commands simulating a particular type 
of personality. Bonnett is silent as to a speech synthesizer. Brown (603) discloses a speaker for 
emitting sounds associated with video games {e.g., dings, bells, tones and tunes), but does NOT 
disclose a speech synthesizer for issuing commands simulating a particular type of personality. 
Brown (603) does disclose at column 7, lines 10-16 that characters depicted in the video game 
can communicate instructions and strategies to the patient. However, Brown (603) does not 
specify whether such communication is audible or visual. Brown (603) discloses at column 4, 
lines 5-7 that the speaker is effective for "... producing sounds associated with video games 
Since video games, such as the SUPER NINTENDO™ system referenced in Brown (603), 
generate only simplistic dings, bells, tones and tunes and do NOT generate speech, those skilled in 
the art are taught by Brown (603) to communicate instructions and strategies by a visual display 
and NOT by audible speech. Schneier discloses only a sound synthesizer for generating game 
sounds (e.g., dings and bells). 
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Summary of Patentable Distinction Between Various Embodiments of 
the Claimed Invention 

The Second Embodiment of the Claimed Invention is patentable over the cited references 
as it includes a speaker for emitting spoken words commanding a user to behave in a desired 
manner. The Fourth Embodiment of the Claimed Invention is patentable over the cited 
references as it includes a speech synthesizer for issuing commands simulating a particular type 
of personality. 

6.0 The Examiner has rejected claim 25 as obvious over Schneier et al (United States Patent 
No. 5,871,398) in view ofBonnett (United States Patent No. 4,138,722). 

Summary of Cited References 

Schneier discloses a hand-held, off-line remote gambling system. The device includes a 
case, a power source, a programmable electronic circuit powered by the power source, a 
programmable sound synthesizer, and communications ports. The communications ports permit 
connection to a modem [158], a bar code scanner [152], a printer interface [150a] and printer 
[150b], a plug-in card interface [154] and a read/write interface [156]. 

Bonnett discloses a device for automatically counting the number of times a smoker 
inhales upon a tobacco product, such as a cigarette. The device includes a pocket calculator, a 
pressure sensitive switch and a cigarette holder. The pressure sensitive switch is in fluid 
communication with the internal chamber of the cigarette holder for detecting a decrease in 
pressure within the holder caused by a smoker inhaling upon a cigarette positioned within the 
holder. The pressure sensitive switch is in electrical communication with the pocket calculator 
for summing and visually displaying the number of detected inhalations. 

Summary of Claimed Invention 

A Third Embodiment of the Claimed Invention (claims 22-30 and 32) is directed to an 
entertainment device including (i) a case, (ii) a power source, (iii) a programmable electronic 
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circuit powered by the power source, (iv) a voice synthesizer electrically interconnected to the 
programmable electronic circuit for issuing spoken prompts and taunts to a user of the 
entertainment device, and (v) a communications port permitting interconnection of the 
entertainment device to another entertainment device for exchanging programmed information. 

Legal Basis For Establishing 
a Prima Facie Case of Obviousness 

To establish a prima facie case of obviousness, three basic criteria must be met. First, 
there must be some suggestion or motivation; either in the references themselves or in the 
knowledge generally available to one of ordinary skill in the art, to modify the reference or to 
combine reference teachings. Second, there must be a reasonable expectation of success. 
Finally, the prior art reference (or references when combined) must teach or suggest all the claim 
limitations. The teaching or suggestion to make the claimed combination and the reasonable 
expectation of success must be found in the prior art, NOT in applicant's disclosure. In re Vaeck , 
947 F.2d 488, 20 U.S.P.Q.2d 1438 (Fed. Cir. 1991). See, M.P.E.P. § 2143. 

Prior Art References Do Not Teach or Suggest All of the 
Claim Limitations of the Claimed Invention. 

The Third Embodiment of the Claimed Invention includes a voice synthesizer for issuing 
spoken prompts and taunts to a user of the entertainment device. Schneier discloses a sound 
synthesizer, but does NOT disclose a voice synthesizer for issuing spoken prompts and taunts to a 
user of the entertainment device. Schneier discloses use of the sound synthesizer to generate 
game sounds (eg., dings and bells). Bonnett does not disclose generation of any sounds. 

7. 0 The Examiner has rejected claim 26 as obvious over Schneier et al (United States Patent 
No. 5 ,871,398) in view of Brown (United States Patent No. 5,918,310). 

Summary of Cited References 

Schneier discloses a hand-held, off-line remote gambling system. The device includes a 
case, a power source, a programmable electronic circuit powered by the power source, a 
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programmable sound synthesizer, and communications ports. The communications ports permit 
connection to a modem [158], a bar code scanner [152], a printer interface [150a] and printer 
[150b], a plug-in card interface [154] and a read/write interface [156]. 

Brown (310) discloses a video game system (such as a GAME BOY) programmed with a 
game which requires user interaction. Monitoring and review of a medical patient's interaction 
with the video game permits a health care professional to diagnose and treat the patient's medical 
condition. The video game system includes a case, an electronic circuit housed within the case, 
an input device such as a series of pushbuttons, memory, a communications system such as a 
modem, a sound generator and a speaker for emitting sounds associated with video games (e.g., 
dings, bells, synthesized speech, tones and tunes). 

Summary of Claimed Invention 

A Third Embodiment of the Claimed Invention (claims 22-30 and 32) is directed to an 
entertainment device including (i) a case, (ii) a power source, (iii) a programmable electronic 
circuit powered by the power source, (iv) a voice synthesizer electrically interconnected to the 
programmable electronic circuit for issuing spoken prompts and taunts to a user of the 
entertainment device, and (v) a communications port permitting interconnection of the 
entertainment device to another entertainment device for exchanging programmed information. 

Legal Basis For Establishing 
a Prima Facie Case of Obviousness 

To establish a prima facie case of obviousness, three basic criteria must be met. First, 
there must be some suggestion or motivation; either in the references themselves or in the 
knowledge generally available to one of ordinary skill in the art, to modify the reference or to 
combine reference teachings. Second, there must be a reasonable expectation of success. 
Finally, the prior art reference (or references when combined) must teach or suggest all the claim 
limitations. The teaching or suggestion to make the claimed combination and the reasonable 
expectation of success must be found in the prior art, NOT in applicant's disclosure. In re Vaeck , 
947 F.2d 488, 20 U.S.P.Q.2d 1438 (Fed. Cir. 1991). See, M.P.E.P. § 2143. 
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Prior Art References Do Not Teach or Suggest All of the 
Claim Limitations of the Claimed Invention. 

The Third Embodiment of the Claimed Invention includes a voice synthesizer for issuing 
spoken prompts and taunts to a user of the entertainment device. Schneier discloses use of a 
sound synthesizer to generate game sounds (e.g., dings and bells). Similarly, Brown (310) 
discloses a speaker for emitting sounds associated with video games (e.g., dings, bells, speech, 
tones and tunes), but does NOT disclose emitting spoken words commanding a user to behave in a 
desired manner. Brown (310) does disclose at column 11, lines 48-59 that the video game 
system can emit synthesized speech. However, Brown (310) does not specify the nature of such 
synthesized speech, such as whether the synthesized speech is a short exclamatory statement a 
brief declaratory statement, a question, a comand, etc. Since video games, such as the SUPER 
NINTENDO™ and GAME BOY™ systems referenced in Brown (310), generate only simplistic 
dings, bells, tones, tunes and short incoherent exclamatory statements (e.g., sounds 
approximating WOW!, OOOH!, AAH!, OOPS, YIPP!, etc.), those skilled in the art are NOT 
taught by Brown (310) to command a user to behave in a desired manner via audible speech. 

& 0 The Examiner has rejected claims 27, 28 and 30 as obvious over Schneier et ah (United 
States Patent No. 5,871,398) in view of Brown (United States Patent No. 5,913,310) in 
further view ofHillsman (United States Patent No. 4,984,158). 

Summary of Cited References 

Schneier discloses a hand-held, off-line remote gambling system. The device includes a 
case, a power source, a programmable electronic circuit powered by the power source, a 
programmable sound synthesizer, and communications ports. The communications ports permit 
connection to a modem [158], a bar code scanner [152], a printer interface [150a] and printer 
[150b], a plug-in card interface [154] and a read/write interface [156]. 

Brown (310) discloses a video game system (such as a GAME BOY) programmed with a 
game which requires user interaction. Monitoring and review of a medical patient's interaction 
with the video game permits a health care professional to diagnose and treat the patients medical 
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condition. The video game system includes a case, an electronic circuit housed within the case, 
an input device such as a series of pushbuttons, memory, a communications system such as a 
modem, a sound generator and a speaker for emitting sounds associated with video games (e.g., 
dings, bells, synthesized speech, tones and tunes). 

Hillsman discloses a biofeedback training and evaluation system for instructing a patient 
on the proper techniques of inhalation to administer aerosol drugs with a metered dose inhaler. 
The biofeedback system includes (i) a microprocessor, (ii) a speaker for issuing auditory prompts 
to the user, and (iii) communications ports. The communications ports permit connection to 
monitors [8] and [10], a floppy or hard disk [17], a printer [20] and a keyboard [16]. 

Summary of Claimed Invention 

A Third Embodiment of the Claimed Invention (claims 22-30 and 32) is directed to an 
entertainment device including (i) a case, (ii) a power source, (iii) a programmable electronic 
circuit powered by the power source, (iv) a voice synthesizer electrically interconnected to the 
programmable electronic circuit for issuing spoken prompts and taunts to a user of the 
entertainment device, and (v) a communications port permitting interconnection of the 
entertainment device to another entertainment device for exchanging programmed information. 

Legal Basis For Establishing 
a Prima Facie Case of Obviousness 

To establish a prima facie case of obviousness, three basic criteria must be met. First, 
there must be some suggestion or motivation; either in the references themselves or in the 
knowledge generally available to one of ordinary skill in the art, to modify the reference or to 
combine reference teachings. Second, there must be a reasonable expectation of success. 
Finally, the prior art reference (or references when combined) must teach or suggest all the claim 
limitations. The teaching or suggestion to make the claimed combination and the reasonable 
expectation of success must be found in the prior art, NOT in applicant's disclosure. In re Vaeck . 
947 F.2d 488, 20 U.S.P.Q.2d 1438 (Fed. Cir. 1991). See, M.P.E.P. § 2143. 
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Prior Art References Do Not Teach or Suggest All of the 
Claim Limitations of the Claimed Invention. 

The Third Embodiment of the Claimed Invention includes a communications port 
permitting interconnection of the entertainment device to another entertainment device for 
exchanging programmed information. Schneier discloses a variety of communications ports for 
permitting the gambling system to communicate with a variety of peripherals, but does NOT 
disclose a communications port permitting interconnection of the gambling system with another 
gambling system for exchanging programmed information. Brown (310) discloses a 
communications system, such as a modem, but does NOT disclose a communications port 
permitting interconnection of the video game system with another video game system for 
exchanging programmed information. Hillsman, as with Schneier, discloses a variety of 
communications ports for permitting the biofeedback training and evaluation system to 
communicate with a variety of peripherals, but does NOT disclose a communications port 
permitting interconnection of the biofeedback system to another biofeedback system for 
exchanging programmed information. 

9. 0 The Examiner has rejected claims 29 and 32 as obvious over Schneier et al (United 
States Patent No. 5,871,398) in view of Brown (United States Patent No. 5,918,603) in 
further view of Hillsman (United States Patent No. 4,984,158) andBonnett (United States 
PatentNo. 4,138,722). 

Summary of Cited References 

Schneier discloses a hand-held, off-line remote gambling system. The device includes a 
case, a power source, a programmable electronic circuit powered by the power source, a 
programmable sound synthesizer, and communications ports. The communications ports permit 
connection to a modem [158], a bar code scanner [152], a printer interface [150a] and printer 
[150b], a plug-in card interface [154] and a read/write interface [156]. 

Brown (603) discloses a video game system programmed with a game which provides a 
medical patient with therapeutic treatment and/or information for the patient's medical condition. 
The video game includes a case, an electronic circuit housed within the case, and a speaker for 
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emitting sounds associated with video games (e.g., dings, bells, tones and tunes). Brown (603) 
further discloses at column 7, lines 10-16 that characters depicted in the video game can 
communicate instructions and strategies to the patient, but does not specify whether such 
communication is audible or visual. 

Hillsman discloses a biofeedback training and evaluation system for instructing a patient 
on the proper techniques of inhalation to administer aerosol drugs with a metered dose inhaler. 
The biofeedback system includes (i) a microprocessor, (ii) a speaker for issuing auditory prompts 
to the user, and (iii) communications ports. The communications ports permit connection to 
monitors [8] and [10], a floppy or hard disk [17], a printer [20] and a keyboard [16]. 

Bonnett discloses a device for automatically counting the number of times a smoker 
inhales upon a tobacco product, such as a cigarette. The device includes a pocket calculator, a 
pressure sensitive switch and a cigarette holder. The pressure sensitive switch is in fluid 
communication with the internal chamber of the cigarette holder for detecting a decrease in 
pressure within the holder caused by a smoker inhaling upon a cigarette positioned within the 
holder. The pressure sensitive switch is in electrical communication with the pocket calculator 
for summing and visually displaying the number of detected inhalations. 

Summary of Claimed Invention 

A Third Embodiment of the Claimed Invention (claims 22-30 and 32) is directed to an 
entertainment device including (i) a case, (ii) a power source, (iii) a programmable electronic 
circuit powered by the power source, (iv) a voice synthesizer electrically interconnected to the 
programmable electronic circuit for issuing spoken prompts and taunts to a user of the 
entertainment device, and (v) a communications port permitting interconnection of the 
entertainment device to another entertainment device for exchanging programmed information. 
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Legal Basis For Establishing 
a Prima Facie Case of Obviousness 



To establish a prima facie case of obviousness, three basic criteria must be met. First, 
there must be some suggestion or motivation; either in the references themselves or in the 
knowledge generally available to one of ordinary skill in the art, to modify the reference or to 
combine reference teachings. Second, there must be a reasonable expectation of success. 
Finally, the prior art reference (or references when combined) must teach or suggest all the claim 
limitations. The teaching or suggestion to make the claimed combination and the reasonable 
expectation of success must be found in the prior art, NOT in applicant's disclosure. In re Vaeck , 
947 F.2d 488, 20 U.S.P.Q.2d 1433 (Fed. Cir. 1991). See, M.P.E.P. § 2143. 

Prior Art References Do Not Teach or Suggest All of the 
Claim Limitations of the Claimed Invention. 

The Third Embodiment of the Claimed Invention includes a communications port 
permitting interconnection of the entertainment device to another entertainment device for 
exchanging programmed information. Schneier discloses a variety of communications ports for 
permitting the gambling system to communicate with a variety of peripherals, but does NOT 
disclose a communications port permitting interconnection of the gambling system with another 
gambling system for exchanging programmed information. Brown (603) does NOT disclose 
anything approximating a communications port permitting interconnection of the video game 
system with another video game system for exchanging programmed information. Hillsman, as 
with Schneier, discloses a variety of communications ports for permitting the biofeedback 
training and evaluation system to communicate with a variety of peripherals, but does NOT 
disclose a communications port permitting interconnection of the biofeedback system to another 
biofeedback system for exchanging programmed information. Bonnett, as with Brown (603), 
does NOT disclose anything approximating a communications port permitting interconnection of 
the device with another device for exchanging programmed information. 
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10.0 The Examiner has rejected claims 35, 36 and 38-42 as obvious over Bonnett (United 
States Patent No, 4,138,722) in view of Brown (United States Patent No. 5,918,603) in 
further view of Schneier et al (United States Patent No. 5,871,398) Knight et al (United 
States Patent No. 5,676,551). 

Summary of Cued References 

Bonnett discloses a device for automatically counting the number of times a smoker 
inhales upon a tobacco product, such as a cigarette. The device includes a pocket calculator, a 
pressure sensitive switch and a cigarette holder. The pressure sensitive switch is in fluid 
communication with the internal chamber of the cigarette holder for detecting a decrease in 
pressure within the holder caused by a smoker inhaling upon a cigarette positioned within the 
holder. The pressure sensitive switch is in electrical communication with the pocket calculator 
for summing and visually displaying the number of detected inhalations. 

Brown (603) discloses a video game system programmed with a game which provides a 
medical patient with therapeutic treatment and/or information for the patient's medical condition. 
The video game includes a case, an electronic circuit housed within the case, and a speaker for 
emitting sounds associated with video games (e.g., dings, bells, tones and tunes). Brown further 
discloses at column 7, lines 10-16 that characters depicted in the video game can communicate 
instructions and strategies to the patient, but does not specify whether such communication is 
audible or visual. 

Schneier discloses a hand-held, off-line remote gambling system. The device includes a 
case, a power source, a programmable electronic circuit powered by the power source, a 
programmable sound synthesizer, and communications ports. The communications ports permit 
connection to a modem [158], a bar code scanner [152], a printer interface [150a] and printer 
[150b], a plug-in card interface [154] and a read/write interface [156]. 

Knight et al discloses a system in which users can ascribe emotional characteristics to a 
character or characters involved in a simulated interpersonal relationship presented in the form of 
a motion picture, television program, audio program, computer-generated images, etc. 
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Summary of Claimed Invention 

A Fourth Embodiment of the Claimed Invention (claims 33-42) is directed to a 
portable personality simulator including (i) a case, (ii) a programmable electronic circuit housed 
within the case, and (iv) a speech synthesizer electrically interconnected to the programmable 
electronic circuit for issuing commands simulating a particular type of personality. 

Legal Basis For Establishing 
a Prima Facie Case of Obviousness 

To establish a prima facie case of obviousness, three basic criteria must be met. First, 
there must be some suggestion or motivation; either in the references themselves or in the 
knowledge generally available to one of ordinary skill in the art, to modify the reference or to 
combine reference teachings. Second, there must be a reasonable expectation of success. 
Finally, the prior art reference (or references when combined) must teach or suggest all the claim 
limitations. The teaching or suggestion to make the claimed combination and the reasonable 
expectation of success must be found in the prior art, not in applicant's disclosure. In re Vaeck , 
947 F.2d 488, 20 U.S.P.Q.2d 1438 (Fed. Cir. 1991). See, M.P.E.P. § 2143. 

Prior Art References Do Not Teach or Suggest All of the 
Claim Limitations of the Claimed Invention. 

The Fourth Embodiment of the Claimed Invention includes a speech synthesizer for 
issuing commands simulating a particular type of personality. Bonnett, Brown and Schneier do 
not disclose a speech synthesizer for issuing commands simulating a particular type of 
personality. Bonnett is silent as to a speech synthesizer. Brown discloses a speaker for emitting 
sounds associated with video games (e.g., dings, bells, tones and tunes), but does NOT disclose a 
speech synthesizer for issuing commands simulating a particular type of personality. Brown does 
disclose at column 7, lines 10-16 that characters depicted in the video game can communicate 
instructions and strategies to the patient. However, Brown does not specify whether such 
communication is audible or visual. Brown discloses at column 4, lines 5-7 that the speaker is 
effective for "... producing sounds associated with video games Since video games, such as 
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the SUPER NINTENDO™ system referenced in Brown, generate only simplistic dings, bells, 
tones and tunes and do NOT generate speech, those skilled in the art are taught by Brown to 
communicate instructions and strategies by a visual display and NOT by audible speech. Schneier 
discloses a sound synthesizer, but does NOT disclose a voice synthesizer for issuing commands 
simulating a particular type of personality. Schneier discloses use of the sound synthesizer to 
generate game sounds (e.g., dings and bells). Knight et al. discloses ascribing emotional 
characteristics to simulated characters which will interact with other simulated characters in a 
motion picture, television program, audio program, computer-generated program, etc. However, 
Knight et al. does not disclose such characters issuing commands to a user of the system. 



Applicant respectfully submits that claims 1-4, 6-30 and 32-42 are in condition for 
allowance. 



Conclusion 



Respectfully submitted, 
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